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DETAILED ACTION 
Claim Objections 

1 . Claim 54 is objected to because of the following informalities: 

Change claim dependency on claim 54. It refers as if it depends on itself. For the 
purpose of examination, it is interpreted to depend on claim 53. 
Appropriate correction is required. 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claim 10 recites the limitation "wherein the SIP proxy is capable of receiving a 
registration message to thereby register the terminal with the SIP proxy" in lines 4 and 
5. There is insufficient antecedent basis for this limitation in the claim. 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 
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1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

6. Claims 1-5, 7-14, 16-23, 25-32, 34-41 , 43-50, and 52-54 are rejected under 35 
U.S.C. 103(a) as being unpatentable over Marsh et al. (US PGPub 20060025141), 
hereafter "Marsh," in view of Zmolek (US PGPub 20030154293), hereafter "Zmolek." 

Consider claims 1,19, 28, 37, and 46, Marsh discloses a system for establishing 
a communication session with a terminal (terminal reads on unit -see Marsh: 
Abstract; pars. 0008-0014; figs. 1, 2). Marsh discloses a network node located in a 
network across which an originating client is capable of communicating (network node 
reads on Softswitch 134 -see Marsh: pars. 0218). Marsh discloses wherein the 
network node is capable of receiving a connection request (see Marsh: pars. 0014, fig. 
10 element 500, fig. 13A element 586). Marsh discloses the network node sending a 
trigger to the terminal (trigger reads on sending a call initiation message -see 
Marsh: 0023, fig. 13A element 588). Marsh discloses wherein the network node is 
also capable of receiving a registration message in response to the trigger to thereby 
register the terminal with the network node (see Marsh: par. 0095). Marsh discloses 
identifying the terminal across the network such that the communication session is 
capable of being established with the terminal based upon the identity of the terminal 
across the network (see Marsh: pars. 0014, 0015, 0100, 0119, 0120, 0142). 

Marsh discloses the network node receiving a connection request and sending 
invite message to the terminal, but does not particularly mention performing SIP 
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signaling independent of the location of the terminal. Zmolek discloses performing SIP 
signaling independent of the location of the terminal (see Zmolek: par. 0005). 

It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to modify the invention of Marsh and have it include performing SIP 
signaling independent of the location of the terminal, as taught by Zmolek, thereby 
facilitating media-independent signaling and the implementation of presence and 
availability systems, as discussed by Zmolek (see Zmolek: pars. 0003-0005). 

Consider claim 10, and as rejected under the second paragraph of 35 U.S.C. 1 12 
above, Marsh discloses a system for establishing a communication session with a 
terminal (terminal reads on unit -see Marsh: Abstract; pars. 0008-0014; figs. 1, 2). 
Marsh discloses a network node located in a network across which an originating client 
is capable of communicating (see Marsh: pars. 0014, fig. 10 element 500, fig. 13A 
element 586). Marsh discloses wherein the network node is also capable of receiving a 
registration message in response to thereby register the terminal with the network node 
(see Marsh: par. 0095). Marsh discloses wherein the registration message includes an 
identifier of the terminal (see Marsh: pars. 0014, 0015). Marsh discloses wherein the 
network node is capable of triggering the terminal based upon the identifier of the 
terminal to thereby identify the terminal across the network such that the communication 
session is capable of being established with the terminal based upon the identity of the 
terminal across the network (trigger reads on sending a call initiation message -see 
Marsh: 0023, 0014, 0015, 0100, 0119, 0120, 0142; fig. 13A element 588). 
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Marsh discloses the network node receiving a connection request and sending 
invite message to the terminal, but does not particularly mention proxy server or 
performing SIP signaling independent of the location of the terminal. Zmolek discloses a 
proxy server and performing SIP signaling independent of the location of the terminal 
(see Zmolek: pars. 0005, 0049, 0051 , 0063). 

It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to modify the invention of Marsh and have it include a proxy server 
and performing SIP signaling independent of the location of the terminal, as taught by 
Zmolek, thereby facilitating media-independent signaling and the implementation of 
presence and availability systems, as discussed by Zmolek (see Zmolek: pars. 0003- 
0005). 

Consider claims 2, 7, 11 , 16, 20, 25, 29, 34, 38, 43, 47, and 52, Marsh, as 
modified by Zmolek, teaches claims 1 , 10, 19, 28, 37, 39, 46 and above, and Marsh 
further discloses wherein the network node is capable of receiving the connection 
request from the originating client, performing registration, and sending the connection 
request to the terminal (see Marsh: pars. 0010-0014, 0095). 

Consider claims 3, 12, 21, 30, 39, and 48, Marsh, as modified by Zmolek, 
teaches claims 2,11, 20, 29, 38, and 47 above, and Marsh further discloses inherently 
signaling to the terminal through at least one other network node (the SIP signaling is 
executed over a data-bearing path of a cellular network, which contains several nodes, 
i.e., MSCs and base stations -see Marsh: par. 0014). 
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Consider claims 4, 14, 23, 32, 41 , and 50, Marsh, as modified by Zmolek, 
teaches claims 1, 10, 19, 28, 37, and 46 above, and Zmolek further discloses SIP proxy 
server (see Zmolek: pars. 0005, 0049, 0051 , 0063). 

Consider claims 5, 13, 22, 31, 40, and 49, Marsh, as modified by Zmolek, 
teaches claims 1,10, 20, 29, 38, and 47 above, and Zmolek further discloses inherently 
buffering functions (the proxy server is a packet data element in which buffering is 
inherent -see Zmolek: pars. 0005, 0049, 0051, 0063). 

Consider claims 8, 17, 26, 35, 44, and 53, Marsh, as modified by Zmolek, 
teaches claims 1, 10, 19, 28, 37, and 46 above, and Marsh further discloses wherein 
the network node is located in a network across which an originating client is capable of 
at least one of directly and indirectly communicating (see Marsh: Abstract; figs 1-6). 

Consider claims 9, 18, 36, 45, and 54, Marsh, as modified by Zmolek, teaches 
claims 8, 17, and 44 above, and Marsh further discloses a public network and private 
network (see Marsh: pars. 0010, 0186). 

7. Claims 6, 15, 24, 33, 42 and 51 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Marsh et al. (US PGPub 20060025141 ), hereafter "Marsh," in view of 
Zmolek (US PGPub 20030154293), hereafter "Zmolek," as applied to claims 1, 19, 28, 
37, and 46 above, further in view of Dingman et al. (US PGPub 20040024879), 
hereafter "Dingman." 

Consider claims 6, 15, 24, 33, 42 and 51, Marsh, as modified by Zmolek, teaches 
claims 1 , 19, 28, 37, and 46 above, but does not particularly mention a network address 
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translator (NAT) or firewall (FW). Dingman discloses a network address translator (NAT) 
and firewall (FW) (see Dingman: pars. 001 1, 0016). It would have been obvious to a 
person of ordinary skill in the art at the time the invention was made to modify the 
invention of Marsh and Zmolek and have it include a network address translator (NAT) 
and firewall (FW), as taught by Zmolek, thereby enabling communication between a 
system within a protected network and an external system. 

Conclusion 

8. Any response to this Office Action should be faxed to (571 ) 273-8300 or mailed 
to: 

Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 2231 3-1450 



Hand-delivered responses should be brought to 

Customer Service Window 
Randolph Building 
401 Dulany Street 
Alexandria, VA 22314 

9. Any inquiry concerning this communication or earlier communications from the 
Examiner should be directed to Amancio Gonzalez, whose telephone number is (571) 
270-1 106. The Examiner can normally be reached on Monday-Thursday from 7:30am to 
5:00pm. 
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If attempts to reach the Examiner by telephone are unsuccessful, the Examiner's 
supervisor, Nick Corsaro can be reached at (571) 272-7876. The fax phone number for 
the organization where this application or proceeding is assigned is (571 ) 273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free) or 703-305-3028. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist/customer service whose telephone 
number is (571) 272-2600. 

Amancio Gonzalez 
AG/ag 

February 21, 2007 




